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Applicant's election of Group I with traverse is acknowledged. Applicants' 
comments have been noted and considered however the restriction requirement is 
deemed sound for reasons of record and hereby maintained. 

It is noted with regard to Groups I and II that they are each drawn to 
structurally different compounds and a reference anticipating one group would not 
render the other group unpatentable. Further, the searches are different and 
diverse. The fact that Z may contain a pyrazole would not affect the large burden 
of search required as X or Y can be for example morpholine with various searches 
in class 544. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner 
and process of making and using it, in such full, clear, concise, and exact terms as to 
enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and use the same and shall set forth the best mode contemplated by 
the inventor of carrying out his invention. 

Claims 1-7 are rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, does not reasonably provide enablement for a -X-Z-Y- substituent 
with X ands Y being heteroatom, heteroatom-containing group or heterocycle, Z 
being a divalent. The specification does not enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make the invention 
commensurate in scope with these claims. 
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In re Wands, 858 F.2d 73 1 , 737, 8 USPQZd 1400, 1404 (Ted. Cir. 1 988). 
There are many factors to be considered when determining whether there is 
sufficient 

evidence to support a determination that a disclosure does not satisfy the 
enablement requirement 

and whether any necessary experimentation is undue". These factors include 

1) the breadth of the claims, 

2) the nature of the invention, 

3) the state of the prior art, 

4) the level of one of ordinary skill, 

5) the level of predictability in the art, 

6) the amount of direction provided by the inventor, 

7) the existence of working examples, and 

8) the quantity of experimentation needed to make or use the invention based on the content of 
the disclosure. 

The breath of the claims with respect to the X-Z-Y- substituent alone 



The specification only has support for, e.g., pyrazoles, triazoles, tetrazoles, 
thiazoles, furans and pyridines. 

The nature of the invention is a cyclometalled complex compound wherein 
the X-Z-Y- substituent, according to the specification page 18 paragraph 00053, 




Includes all known heteroatom, heteroatom- 



containing group or heterocycle substituents. 



m 
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can only be are heterocycles selected to have functionality appropriate for 
coordinating to M. 

The level of skill and predictability in the art would require, for example, 
that every known heterocycle be tested in order to determine which heterocycles 
would have functionality appropriate for coordinating to M. 

The direction provided by applicants only support pyrazoles, triazoles, 
tetrazoles, thiazoles, furans and pyridines heterocycle substituents. 

There are no working examples for any others. 

The unclear definition of the X-Z-Y- substituent, requires an undue amount 
of experimentation to practice the invention. The general terms of having a 
heteroatom, heteroatom-containing group or heterocycle, divalent linker gives rise 
to numerous permutations and combinations of hetero groups. 

There is insufficient disclosure of starting materials that would place such a 
diverse genus of compounds in possession of the public in the event of a patent 
grant. In addition, there is no reasonable assurance that such an alleged genus of 
compounds would possess all of the alleged properties for use. See In re Fouche 
169 USPQ 429 ((CCPA 1971)). Quite clearly, more than routine experimentation 
would be required to place the claimed compounds, compositions and methods of 



Application/Control Number: 10/643,697 Page 5 

Art Unit: 1625 

use in possession of the public in the event of a patent grant. See In re Armbruster, 
185 USPQ152 (CCPA 1975). 

Claim 1 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the written description requirement. The claims contain subject matter which 
was not described in the specification in such a way as to .reasonably convey to 
one skilled in the relevant art that the inventors), at the time the application was 
filed, had possession of the claimed invention. 

The claims recite a -X-Z-Y- substituent with X and Y being heteroatom, 
heteroatom-containing group or heterocycle, Z being a divalent linker. There are 
no examples nor is there any description or definition of what these groups are. 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

In the claims the Z substituent is defined as a divalent linker, and a group of 
the formula JR' p R" q . These dual definitions render the claims indefinite as it is not 
clear what applicants' regard as the invention. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

Claims 1-8, 13 and 15 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Onishi et al Chem. Let. Pp 955-958 (1976). 

Onishi et al corresponding to compounds of formula (I) where, for example, 
M is Pd, -C-N- is cyclometalled, X and Y are pyrazoles and Z is a boron 
substituent group. See page 956. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject matter 
sought to be patented and the prior art are such that the subject matter as a whole would have 
been obvious at the time the invention was made to a person having ordinary skill in the art to 
which said subject matter pertains. Patentability shall not be negatived by the manner in which 
the invention was made. 



Claims 1-8 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lamansky et al PGPUB US 2002/0182441 in view of Fernandez et al, 
Polyhedron, v.lOno. 14 pp 1595-8 (1991). 

Lamansky et al teach a pyridinephenyl poly(pyrazolyl)boratoiridium complexes. 
See, for example, figure 8d and figure figure 6a. 
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Fernandez et al teach poly(pyrazolyl)boratoiridium complexes. See, for 
example, page 1595 left column first paragraph. Ir(H n BPz 4 . n )(cod) n= 0,2. Note in 
particular that the pyrazolyl borato ligands can be tri or tetra pyrazolyl, e.g. where 
n=0. 

Lamansky et al differs in that a tetrapyrazolyl-borato ligand is not taught, i.e. 
where the H hydrogen on the B boron is also a pyarzolyl. However, Fernandez et 
al teach that the pyrazolyl borato ligands can be tri or tetra pyrazolyl, e.g. where 
n=0 in an analogous compound. 

To modify Lamansky et al to include the tetra ligand would have been 
obvious to one of ordinary skill in the art as the results would not have been 
unexpected in light of the close structure relationship. 

No claim is allowed. 
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Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Raymond Covington whose telephone number 
is (57 1 ) 272-068 1 . The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, C. Tsang can be reached on (571) 272-0562. The fax 
phone number for the organization where this application or proceeding is assigned 
is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 



direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




RKC 



